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UNITED STATES DISTRICT COURT
FOR THE MIDDLE DISTRICT OF FLORIDA, TAMPA DIVISION

OUTLAWLESSNESS PRODUCTIONS INC., BAND
OF OUTLAWS TOURING, INC., and GUITAR ARMY
PUBLISHING, INC.
Civil Action No.
Plaintiffs
v.
HENRY PAUL, MONTE YOHO, CHRIS ANDERSON,
BILLY CRAIN, RANDY THREET, JOHN COLEMAN,
JOHN GELLMAN, BLACKHAWK, and the HENRY
PAUL BAND
Defendants.

PLAINTIFF’S COMPLAINT FOR
BREACH OF CONTRACT, COPYRIGHT INFRINGEMENT, TRADEMARK INFRINGEMENT,
UNFAIR COMPETITION, CONVERSION, AND TORTIOUS INTERFERENCE WITH A
BUSINESS RELATIONSHIP AND WITH A CONTRACTUAL RELATIONSHIP
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UNITED STATES DISTRICT COURT
FOR THE MIDDLE DISTRICT OF FLORIDA, TAMPA DIVISION

OUTLAWLESSNESS PRODUCTIONS INC., BAND
OF OUTLAWS TOURING, INC., and GUITAR ARMY
PUBLISHING, INC.
Civil Action No.
Plaintiffs
v.
HENRY PAUL, MONTE YOHO, CHRIS ANDERSON,
BILLY CRAIN, RANDY THREET, JOHN COLEMAN,
JOHN GELLMAN, BLACKHAWK, and the HENRY
PAUL BAND
Defendants.

PLAINTIFF’S COMPLAINT FOR
BREACH OF CONTRACT, COPYRIGHT INFRINGEMENT, TRADEMARK INFRINGEMENT,
UNFAIR COMPETITION, CONVERSION, AND TORTIOUS INTERFERENCE WITH A
BUSINESS RELATIONSHIP AND WITH A CONTRACTUAL RELATIONSHIP

Plaintiffs, by and through their counsel, allege upon knowledge to
themselves and upon information and belief as to al3l other matters, as follows:

I NATURE OF THE ACTION
1.

This is an action for breach of contract, copyright infringement,

trademark infringement, unfair competition, conversion, and tortious interference with
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business and with contractual relationships, brought on behalf of plaintiff
Outlawlessness Productions, Inc. (hereinafter “Outlawlessness”) owner of the
“OUTLAWS” trademark (hereinafter the “Mark”), plaintiff Band of Outlaws Touring,
Inc. (hereinafter “Band of Outlaws”) that originally created and licensed the
“WWW.OUTLAWSMUSIC.COM” domain name (hereinafter the “Domain Name”), and
plaintiff Guitar Army Publishing, Inc. (“Guitar Army”) claimant of the musical work
“Full Circle.” (The receipt for the Domain Name registration is attached hereto as
Exhibit A.) (The copyright registration number for “Full Circle” is SRu613–669, and
the registration certificate is attached hereto as Exhibit B.)
2.

The lawsuit is brought against defendants Henry Paul, Monte Yoho,

Chris Anderson, Billy Crain, Randy Threet, and John Coleman (hereinafter the
“Licensee Defendants”), musicians in the Outlaws, a musical group principally known
for playing what is called southern rock.
3.

Licensee Defendants entered into an agreement with Plaintiff waiving

any rights to or in Plaintiff’s trademark titled “Outlaws Trademark Touring License”
(known hereinafter as the “License” and attached hereto as Exhibit C) that permitted
Licensee Defendants to use Plaintiff’s trademark for live performances and
merchandise sales during those performances but restricted Licensee Defendants from
any use until they had received Plaintiff’s prior written authorization. (Exhibit C,
Sections 2 and 11.1.)
4.

Following the September 2007 death of Plaintiffs’ principal, Hugh E.

(“Hughie”) Thomasson, Licensee Defendant Henry Paul told Mary Thomasson,
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Plaintiffs’ current owner and chief officer, that the Defendants would take over the
Outlaws.
5.

While grieving over the premature loss of her guitar/vocalist husband,

Defendants have taken advantage of Mary Thomasson and the Plaintiff companies.
Licensee Defendants have deliberately proceeded to acquire various of Plaintiffs’
assets, to use Plaintiff’s Marks and unpublished copyrighted musical works, and
interfered with Plaintiffs’ business and contractual relationships through unfair
competitive and other illegal means.
6.

Licensee Defendants have entered into agreements with third parties

involving the use of Plaintiff’s word and icon Marks without receiving Plaintiff’s prior
consent, without notifying Plaintiff, and without supplying Plaintiff with copies of
executed documents in violation of the terms of the License. Licensee Defendants have
also had confusingly similar marks created and used on similar products in direct
competition with Plaintiffs.
7.

Licensee Defendants have converted Plaintiff’s Domain Name, website,

and MySpace page to Licensee Defendants’ own use. It is believed that this was done
by conspiring with Defendant John Gellman who once worked on Plaintiff Band of
Touring’s website. It is believed that Defendant Gellman knew Plaintiffs’
administration information (i.e., user identifications and passwords) to the Domain
Name, Plaintiff’s website located by the Domain Name (hereinafter the “Website”),
and Plaintiff’s MySpace page account and that Defendant Gellman wrongly offered
this information to Licensee Defendants. This allowed Licensee Defendants to change
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the administration information and thus bar Plaintiff from accessing its Domain Name
account at registrar Network Solutions, accessing the software that controls the
Website, and controlling its MySpace Outlaws page.
8.

Licensee Defendants have unfairly competed by selective word use in

creating links to Licensee Defendants’ and Plaintiff’s merchandise pages on the
Website and eventually by eliminating completely all reference to Plaintiff’s
merchandise on the Website.
9.

Licensee Defendants and possibly Defendant Gellman have interfered

with Plaintiff’s contractual and business relationships by first modifying the
registration information so that Plaintiff would not be notified of the registration fee
due date, paying the fee and licensing the Domain Name for themselves, changing the
Domain Name registrar, redirecting payments from Plaintiff’s merchandise company
to themselves and then interfering with Plaintiff’s merchandise page(s) on the Website
permanently damaging Plaintiff’s association with the product manufacturer, and
Licensee Defendants have interfered with Plaintiff’s prospective business relationship
with a music company permanently damaging Plaintiff’s opportunity to distribute two
recorded CD albums (i.e., phonorecords).
10.

Defendant Blackhawk and Defendant Paul have engaged in unfair

competition by intentionally employing the same musicians as in the Outlaws, having
the musicians play Outlaws’ musical works, and using similar promotional materials to
those used by the Outlaws.
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Licensee Defendants have willfully infringed Plaintiff’s unpublished

copyright registered musical works by publicly displaying the music on the Website.
12.

The Henry Paul Band has recently assumed control of the Website,

renamed it the “Official Home of the Henry Paul Band,” while continuing to use
Plaintiff’s Domain Name and leaving the Website as it was graphically when it was
used to promote the Outlaws.

II PARTIES
13.

Plaintiff Outlawlessness Productions, Inc. is a corporation duly

organized under the laws of the State of Florida, with its place of business in Florida
and in this District, and is duly qualified to transact business in Florida.
14.

Plaintiff Band of Outlaws Touring, Inc. is a corporation similarly

organized under the laws of the State of Florida, with its place of business in Florida
and in this District, and is duly qualified to transact business in Florida.
15.

Plaintiff Guitar Army Publishing, Inc. is a corporation organized under

the laws of the State of Florida, with its place of business in Florida and in this
District, and is duly qualified to transact business in Florida.
16.

Defendant Henry Paul is an individual believed to reside in the State of

New York.
17.

Defendant Monte Yoho is an individual believed to reside in the State of

Florida.
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Defendant Chris Anderson is an individual whose residence is

unknown.
19.

Defendant Billy Crain is an individual whose residence is unknown.

20.

Defendant Randy Threet is an individual whose residence is unknown.

21.

Defendant John Coleman is an individual whose residence is unknown.

22.

Defendant John Gellman is an individual whose residence is believed to

be in Hickory, North Carolina. Defendant Gellman is believed to be a software
developer and part–time photographer.
23.

Defendant Blackhawk is believed to be a corporation organized under

the laws of the State of Tennessee, with its place of business in Tennessee.
24.

Blackhawk is a musical group that is headed by Licensee Defendant

Henry Paul and employs, in some fashion, Licensee Defendants Monte Yoho, Chris
Anderson, Billy Crain, Randy Threet, and John Coleman.
25.

The Henry Paul Band is believed to be a sole proprietor entity headed

by Licensee Defendants Henry Paul and Monte Yoho, and its residence is unknown.
26.

Each of the Licensee Defendants are and at all times have been a party

to the unlawful activities complained of herein, and/or acted in concert or combination
with the other named Licensee Defendant(s) and/or has aided and abetted the other
Defendant(s) and/or has acted as an agent for the other Defendant(s) with respect to
the actions and matters described in this Complaint.
27.

At all times herein mentioned, each of the Defendants has engaged in a

conspiracy, common enterprise, and common course of conduct with the other
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Defendant(s). The purpose of the conspiracy, common enterprise, and common course
of conduct has been, among other things, to serve the Defendant(s)’ own economic
benefit by intentionally, purposefully, and willfully contributing to and benefiting from
the infringement of Plaintiffs’ copyrights, trademarks, and other rights under the
Lanham Act, the U.S. Copyright Act, and state statutory and common law throughout
the United States and the world. Each of the Defendants knowingly and intentionally
has committed acts in furtherance of the conspiracy, common enterprise, and common
course of conduct, and each is liable for the acts and conduct of the others.

III JURISDICTION
28.

The Court has jurisdiction under 15 U.S.C.A. § 1121 and 28 U.S.C.A.

§§ 1331 and 1338(a) in that this case arises under the Trademark Laws of the United
States 15 U.S.C.A. §§ 1051 et seq. and Copyright Act of the United States 17 U.S.C.
§§ 101 et seq.
29.

The Court has jurisdiction of the unfair competition claims under the

provisions of 28 U.S.C.A. § 1338(b) in that the claims are joined with a substantial and
related claim under the Trademark Laws of the United States, 15 U.S.C.A. §§ 1051 et
seq.
30.

This Court has jurisdiction pursuant to the supplemental jurisdiction

provisions of 28 U.S.C. § 1367.
31.

This Court has personal jurisdiction over Defendants in that

Defendants solicit, transact, and conduct business in the State of Florida and in this
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District, have committed tortious acts both within and outside Florida causing injury
in Florida, and are regularly doing or soliciting business or engaging in a persistent
course of conduct in this State. Defendants expect or reasonably should expect their
conduct to have consequences in Florida, and derive substantial revenue from
interstate commerce. Among other things, Defendants have facilitated and encouraged
the infringement of Plaintiffs’ trademarks and unfair competition in Florida. In
addition, Blackhawk and Licensee Defendants operate interactive systems and services
that encourage and allow Florida residents to upload comments about Blackhawk and
the Outlaws, their musicians, concerts, and activities, to order music, products, and so
on. Defendants have caused harm to Plaintiffs in Florida, where Plaintiffs are located,
and where many potential customers of Plaintiffs’ products are thereby diverted from
legitimate transactions. Plaintiffs’ claims arise out of the conduct that gives rise to
personal jurisdiction over Defendants.

IV VENUE
32.

The Court has jurisdiction under 28 U.S.C. §§ 1391(b) and (c),

including that the Plaintiff and Licensee Defendants entered into the License
stipulating that in the event of litigation the “Agreement shall be subject, construed,
and interpreted in accordance with the laws of the State of Florida.” Further, “the
Parties mutually agree that personal jurisdiction and venue shall be proper in the state
arid (sic) federal courts situated in Pinellas County, Florida, and agree that any
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litigated dispute will be conducted solely in the courts in St. Petersburg, Florida, or the
nearest federal court.” (Exhibit C, Sec. 9.)
33.

The Court also has jurisdiction under 28 U.S.C. § 1400(a) in that a

copyright action may be brought in any district in which the defendant is subject to
personal jurisdiction. See Milwaukee Concrete Studios, Ltd. Fjeld Mfg. Co, 8 F.3d 441, 445
(7th Cir. 1993) (venue proper in district because defendant was subject to personal
jurisdiction under Wisconsin long–arm statute).

V BACKGROUND FACTS COMMON TO ALL COUNTS
34.

The musical group known as the Outlaws is one of the older rock

groups still performing. The Outlaws were formed in Tampa, Florida, in 1968 by the
late guitarist–vocalist Hugh E. (Hughie) Thomasson and five other musician/vocalists,
none of them parties in this action. The Outlaws have recorded fifteen albums, and
arguably their best known musical works are “There Goes Another Love Song,”
“Green Grass and High Tides,” and “”(Ghost) Riders in the Sky.”
35.

As with many contemporary musical groups, the Outlaws experienced

numerous changes as musicians came and went over the years. However, the one
constant was Hughie Thomasson who was the acknowledged leader of the band.
Hughie became the guardian of the “OUTLAWS” name, which remained with Hughie
no matter what musician changes occurred.
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By 1996 Hughie was the last original member of the Outlaws, and the

group was largely confined to working smaller club dates. Hughie accepted a position
with the Lynard Skynard band until early 2005.
37.

Wherever he was, Hughie Thomasson promoted the Outlaws by word

and deed, often wearing “OUTLAWS” branded T-shirts during Skynard concerts and
telling reporters that the Outlaws would one–day tour again. Since their first album,
Outlaws’ recordings have remained continuously available, Outlaws’ tunes can be
heard on broadcast radio stations, and as Internet “radio” has grown Outlaws’ songs
are increasingly heard there. As the keeper of the Outlaws’ flame, Hughie was
nicknamed “Mr. Outlaw” and “The Lone Outlaw.”
38.

Licensee Defendant Monte Yoho briefly substituted in 1969 for the

original Outlaws drummer, but Defendant Yoho didn’t become an Outlaws member
until 1970 through 1975.
39.

Licensee Defendant and guitarist/vocalist Henry Paul’s career with the

band began in 1972 and he left in 1977. He returned in 1983 and departed three years
later in 1986. Licensee Defendant Paul again returned when the Outlaws reformed in
2005, but in 2006 he left to resume his career with Defendant Blackhawk. After
Hughie Thomasson’s September 2007 death, Defendant Paul rejoined the Outlaws.
40.

Defendant Chris Anderson, guitarist and vocalist, was with the Outlaws

from1986 to 1989, and he rejoined when the band was reformed in 2005.
41.

Randy Threet, bass player and vocalist, has been with the band since its

2005 reorganization.
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Billy Crain, guitar and vocals, and Jon Coleman, keyboard and vocals,

joined in 2008.
43.

Plaintiffs are Florida corporations formed by Hughie Thomasson and

his wife, Mary Thomasson, and are now owned and operated by Ms. Thomasson.
44.

Plaintiff Outlawlessness has invested and continues to invest substantial

sums of money, time, effort, and creative talent to discover and develop, create,
manufacture, advertise, promote, sell, and license high quality products, including
recordings, that embody Outlaws’ performances, lifestyle, and experience.
45.

Over the years, Plaintiff has invested and continues to invest significant

financial sums attempting to protect and promote its word and icon Marks. Plaintiff
Outlawlessness applied for a federal registration of the “OUTLAWS” mark with the
U.S. Patent and Trademark Office on July 26, 2000.1 (The U.S. Patent and
Trademark Office TESS report of Plaintiff’s Outlaws’ trademark application is
attached hereto as Exhibit D.)
46.

The U.S. Trademark Office describes Plaintiff’s trademark as

“consist(ing) of a Cow skull surrounded by a rope and entangled by two Rattle
Snakes, (the word) “Outlaws” (is) at the top.”
47.

After Hughie Thomasson left Lynard Skynard in 2005 to re–establish

the Outlaws, musicians were hired and they waived any rights in the “OUTLAWS”

1

The application has been suspended since that time due to applications for “Outlawz” and
“Outlaw Records” marks that were made a few months prior to the Outlaws application.
Plaintiff Outlawlessness is currently engaged in a cancellation proceeding before the
Trademark Trial and Appeal Board against the owner of the “Outlawz” and “Outlaw Records”
mark registrations.
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Marks. (The Band of Outlaws’ agreements with Licensee Defendants Paul and Yoho
are attached hereto as Exhibit E; See paragraph 4.)
48.

During the reformation, upon information and belief, Licensee

Defendant Paul volunteered to handle establishment of an Outlaws’ domain name,
website, and MySpace page. It is believed that Licensee Defendant Paul enlisted
Defendant John Gellman to accomplish or help in these matters.
49.

Using his credit card, Hughie Thomasson registered the Domain Name

“OUTLAWSMUSIC.COM” with registrar Network Solutions, LLC, in the name of
Plaintiff Band of Outlaws, on March 1, 2006. (Exhibit A.)
50.

Upon information and belief, Defendant Gellman also established an

agreement for “OUTLAWS’” branded products with Choice Merchandise of North
Carolina, a firm that counted among its clients many others in the entertainment field.
51.

A page displaying “OUTLAWS” branded goods by Choice Merchandise

was published in the “Store” section of the Website, and payments for sales of the
goods were sent to Plaintiff.
52.

Licensee Defendant Paul again left the Outlaws in 2006, but the group

continued to tour and to perform.
53.

At the Hughie Thomasson memorial in or around September 2007,

Licensee Defendant Paul told Mary Thomasson that he (Paul) was going to take over
the Outlaws (musical group).
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After negotiations between Plaintiff Outlawlessness, Licensee

Defendant Paul, and others, Plaintiff and Licensee Defendants entered into a
trademark licensing agreement known herein as the License. (Exhibit C.)
55.

George Cappellini, G&G Entertainment Consultants, LLC, 386

Concord Street, Cresskill, NJ 07626 represented licensee Defendants in negotiating
the License.
56.

Agent Cappellini was advised both orally by Plaintiff’s counsel and in

writing (Exhibit C, Sec. 11.9) to seek the advice of counsel.
57.

The rights granted in the License include the use of Plaintiff’s “Mark(s)

for (i) live performances featuring the Licensees (i.e., Licensee Defendants), and (ii)
the advertising, promotion, and sale of Products to third party consumers.”
58.

In consideration for the grant of rights, Licensee Defendants were to

pay four percent (4%) of the gross amount paid to Licensee Defendants by a venue for
a live performance and four percent (4%) of the net amount received from the sales of
merchandise during live performances
59.

Licensee Defendants’ rights are limited by Sec. 2(iv) of the License

giving Plaintiff the exclusive right to terminate under Section 7.3 of the License in the
event Licensee Defendants fail to perform any of the terms or provisions of the License
or if the default is not corrected within thirty (30) days of notification. Licensee
Defendants’ rights are also restricted in that they may not enter into any sublicense
agreement (Exhibit C, Sec. 6) or use the Mark(s) in any way without Plaintiff’s prior
written authorization (Exhibit C, Sec. 11.1). Licensee Defendants are further
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obligated to inform Plaintiff of the identity and address of each sublicensee and supply
a copy of each concluded agreement. (Exhibit C, Sec. 6) In the event of License
termination, Licensee Defendants “shall immediately cease using any of the Marks,
and all rights licensed to the Licensee (i.e., Licensee Defendants) revert to the Owner
(i.e., Plaintiff).” (Exhibit C, Sec. 7.5)

Merchandise
60.

Upon information and belief, Licensee Defendant Paul and Defendant

Gellman negotiated an agreement with Choice Merchandise of North Carolina,
whereby Choice Merchandise manufactured or obtained, advertised, and sold
“OUTLAWS” branded merchandise like T–shirts, baseball caps, key chains, insulated
can holders, and the like on the Website.
61.

Plaintiff regularly received payments from the licensing of its “Marks”

with Choice Merchandise until late 2007, or so.
62.

In late 2007 or early 2008, Licensee Defendant’s agent, George

Cappellini, first notified Plaintiff that Licensee Defendants were thinking about
producing merchandise in the nature of T–shirts adorned with Plaintiff’s word Mark
and “updated versions” of Plaintiff’s icon Mark.
63.

After being presented with a few designs, Plaintiff approved only one T-

shirt design that included the use of Plaintiff’s “OUTLAWS” word mark and a
photograph of the Licensee Defendants on the front of the shirt. Licensee Defendants’
agent was told the other designs were rejected due to the use of derivative icon Marks.
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Upon information and belief, Licensee Defendants entered into an

agreement with Richards & Southern, Inc., Goodlettsville, Tennessee, or a similar
company, to produce merchandise bearing Plaintiff’s word and icon Marks, and most
often derivatives of Plaintiff’s icon Mark.
65.

Upon information and belief, Licensee Defendants had Richards &

Southern create and maintain a web page on the Richards & Southern website from
which merchandise is sold including the approved T–shirt and unapproved products.
66.

In early summer 2008, Plaintiff wrote a letter of complaint to Choice

Merchandise regarding its failure to pay. Upon information and belief, Choice
Merchandise claimed it had been told by Licensee Defendant Yoho and/or Defendant
Gellman to begin directing payments to Licensee Defendants.

Unpublished Musical Works
67.

Plaintiff, under the direction of Hughie Thomasson, recorded a number

of musical works and compiled them as a CD–ROM phonorecord entitled “So Low.”
68.

Some but not all of the Licensee Defendants were involved as musicians

in recording the “So Low” musical works.
69.

Plaintiff hired and paid the musicians a flat fee, and the musicians do not

receive royalties or other payments.
70.

Hughie Thomasson registered the music, words, and sound recording in

the musical works on the “So Low” phonorecord on or around February 2006,
including the work titled “Full Circle.” (Exhibit B.)
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Upon information and belief, Licensee Defendants have been

performing some of the unpublished musical works from the “So Low” phonorecord.
72.

Licensee Defendants displayed a recorded live performance of the

registered, unpublished musical work “Full Circle” on the Website.

Recording Contract
73.

In and around August 2008, Plaintiff was in the process of negotiating a

phonorecord distributing contract with Airline Records, LLC, a division of Fuel 2000
Records, Inc. (hereinafter “Airline/Fuel”). The basic deal was for distribution of two
(2) phonorecords that Plaintiff had recorded earlier, titled “So Low” and “Once an
Outlaw.”
74.

Licensee Defendants heard about Plaintiff's negotiations, contacted

Airline/Fuel, and demanded that the contract also include the recording of two (2)
performances by the Licensee Defendants, among other things.
75.

Licensee Defendants’ demands eventually caused Airline/Fuel to

withdraw from the negotiation.

Domain Name and Website
76.

Hughie Thomasson originally registered the domain name

WWW.OUTLAWSMUSIC.COM

(hereinafter “Domain Name”) with Network Solutions,

LLC, a domain name registrar, on March 1, 2006, in the name of Band of Outlaws
Touring, Inc., a company formed to handle the touring needs of the 2005 resurrected
Outlaws. With regard to the Domain Name administration information (i.e., typically a
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user ID and password), Hughie Thomasson used terms closely associated with the
Outlaws and himself.
77.

The Domain Name contains the “OUTLAWS” word Mark.

78.

Upon information and belief, Hughie Thomasson permitted Defendant

Gellman to work on the Website.
79.

Upon information and belief, Defendant Gellman continues to have a

close relationship with Licensee Defendants in that Defendant Gellman has
photographs of the Licensee Defendants during live performances as well as a
copyright notice in his name for the images on all Website pages.
80.

Upon information and belief, Defendant Gellman also has photographs

and a copyright notice on Defendant Blackhawk’s website.
81.

Upon information and belief, because he had access to the Website,

Defendant Gellman also had knowledge of the Domain Name administration
information.
82.

Knowledge of the Website administration information provides access to

the software controlling the design and operation of the Website, and knowledge of the
Domain Name administration information provides access to the registrar’s
“OUTLAWSMUSIC.COM” registration account.
83.

To consolidate control after Mr. Thomasson’s September 2007 death,

Plaintiff told Defendant Gellman that he was to discontinue any activity with regard to
the Website. Upon information and belief, at some time prior to or after his dismissal,

– 19 –

Case 8:10-cv-00024-RAL-TBM Document 1

Filed 01/06/10 Page 20 of 37

Defendant Gellman gave the Domain Name and Website administration information
to Licensee Defendants.
84.

Since late in 2007, upon information and belief, Licensee Defendants

changed the Domain Name and Website administration information and have
therefore maintained and controlled the Domain Name account. From that time
forward, Plaintiff no longer received e–mails from the Domain Name registrar
regarding registration fee payments, and it is believed Defendants began receiving the
registration fee notices.
85.

Subsequent to execution of the License, Plaintiff’s counsel and Licensee

Defendant’s agent, George Cappellini, discussed Licensee Defendant’s use of
Plaintiff’s Website. The parties orally agreed that Licensee Defendants could use the
Website to display concert photographs and videos, announce upcoming concert dates
and locations, and serve as an outlet for the Licensee Defendants’ messages to fans.
Plaintiff expressly forbade any use of the Website for uncensored fan comments, or
any other use, and Plaintiff never authorized Licensee Defendants takeover of the
Website or Domain Name.
86.

Because Plaintiff wasn’t receiving Domain Name payment notices, on or

around early March 2009 Plaintiff checked Network Solutions about paying the
Domain Name registration fee. Plaintiff found that Licensee Defendants had already
paid the fee and changed the registration owner’s address from a “Private
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Registration”2 (Exhibit A) to a corporation in which Licensee Defendants Paul and
Yoho are officers.
87.

The registration contact was now given as (e–mail address)

MONTE_YOHO@HOTMAIL.COM

that, upon information and belief, belongs to Licensee

Defendant Yoho.
88.

On or around September 19, 2009, Licensee Defendants transferred the

Domain Name registration from Network Solutions, LLC to registrar GoDaddy.com,
without notice to Plaintiff and without Plaintiff’s consent.
89.

With the registrar change, Licensee Defendants now named the Domain

Name owner as “1400 18th Avenue S.” in place of Plaintiff’s Band of Outlaws.
90.

Despite Plaintiff’s written pleas, Defendants have failed to change the

Domain Name registration information back to that of the Band of Outlaws Touring,
Inc., or to reveal the administration information that will give Plaintiff access to the
Domain Name registration account.
91.

License Defendants have also refused to reveal the Website

administration information or permit Plaintiff’s access to the Website software.

Website Store
92.

Prior to late 2008 or early 2009, Plaintiff’s Website “Store” had one or

two pages showing Plaintiff’s branded products supplied by Choice Merchandise.

2

A “Private Registration” is where Network Solutions keeps a domain owner’s name and
address confidential, and was used by Plaintiff Band of Outlaws in their registration.
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After that time and without Plaintiff’s consent, Licensee Defendants

removed the pages from the “Store” and in their place inserted a single page containing
two links. One link led to a page containing Licensee Defendants’ merchandise.
94.

Licensee Defendants’ link was written as “New Outlaws Merchandise”

while the link to Plaintiff’s merchandise page was merely listed as “Outlaws
Merchandise.”
95.

Sometime after Plaintiff sent an e–mail of complaint, the link page was

deleted. In its place a Website “Store” page was inserted that displayed only Licensee
Defendants’ merchandise.
96.

All references to Plaintiff’s merchandise were entirely deleted from the

Website.
97.

Despite Plaintiff’s written complaints, no response was received from

Licensee Defendants until after Plaintiff sent its October 14, 2009, License
Termination letter.

MySpace Page
98.

Upon information and belief, at Licensee Defendant Paul’s suggestion,

Defendant Gellman created a MySpace Outlaws page for Plaintiff.
99.

Upon information and belief, Defendant Gellman has continued to

oversee the MySpace page or has turned it over to Licensee Defendants, but in any
case it is believed that Defendant Gellman or Licensee Defendants changed the
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administration information because Plaintiff cannot access the Outlaws MySpace
account using the original administration information.
100.

The MySpace Outlaws page carries the “OUTLAWS” Mark.

Recordings
101.

Upon information and belief, Licensee Defendants established an

agreement with a company or companies to record the lyrics and music to a number of
live performances and to provide CD–ROMS for purchase and digital files for
purchase by downloading.
102.

Upon information and belief, the phonorecords include:
102.1

“WANTED THE OUTLAWS LIVE,” that MySpace advertising

shows was released March 3, 2009, by K–tel.
102.2

“OUTLAWS GREEN GRASS AND HIGH TIDES FOREVER,

LIVE,” that iTunes shows Deadline Music released March 1, 2009.
103.

The agreements were made and Marks used, including use of

confusingly similar derivative icon marks, without Plaintiffs’ knowledge or consent.

Blackhawk
104.

In late 2008 or 2009, Plaintiff discovered that Defendant Blackhawk

had the identical lineup of musicians as the Outlaws.
105.

Licensee Defendant Paul is the leader of and, upon information and

belief, is the owner of Blackhawk.
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The same and similar devices have been used to promote the Outlaws

and Blackhawk.
107.

The musicians of Blackhawk have played Outlaws musical works.

Henry Paul Band
108.

On or around January 1, 2009, the Website changed again so that

anyone using the Domain Name was automatically directed to a splash page before
they could see any other Website page.
109.

The splash page contained a message from Licensee Defendants Paul

and Yoho explaining the possible presence of a new band called the Outlaws, and that
the Licensee Defendants were henceforth going to be called the Henry Paul Band.
110.

The Website appears virtually unchanged from when it was used for the

Outlaws, except that the title “Official Home of the Henry Paul Band” now appears.
The same photographs, links using the Outlaws Mark, and other design information
remain the same.
__________________________
111.

Plaintiff wrote an e–mail on or around September 10, 2006, to Licensee

Defendant Paul and Licensee Defendants’ agent Cappellini complaining about several
of the above matters, but no answer was received.
112.

On October 14, 2009, Plaintiff wrote a notice of termination and sent it

by e–mail and U.S. Mail to Licensee Defendants Paul and Yoho and agent Cappellini.
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The notice terminated all use of Plaintiff’s Marks as of the date of the letter and
terminated all live performances as of December 31, 2009.

Defendants’ Financially Benefit From Their Wrongful Activity
113.

Defendants have benefitted and continue to benefit financially from

their wrongful activity in a number of ways. By not seeking Plaintiff’s prior consent to
use of its Mark(s), Defendants may have been able to enter into agreements with third
parties and not had to pay royalties to Plaintiff for use of its Mark(s). By selling
unauthorized merchandise in unfair competition with Plaintiff, Licensee Defendants
have financially profited. By hiring the same musicians for Blackhawk, and more
recently the Henry Paul Band, Licensee Defendants have attempted to free ride off of
the Outlaws greater fame. At the same time, by playing as the Outlaws, Licensee
Defendants have had access to consumers they wouldn’t otherwise have been able to
reach through Blackhawk or the Henry Paul Band.

VI CAUSES OF ACTION
COUNT ONE
Breach of Contract
114.

Paragraphs 1 through 116 above are realleged and incorporated herein

by reference insofar as applicable to this claim.
115.

Section 6 of the License requires Licensee Defendants to obtain written

approval from Plaintiff prior to entering into any sublicensing agreement, and Section
11.1 for bids any Mark use without Plaintiff’s prior consent. (Exhibit C.)
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By executing the License, Licensee Defendants agreed that they could

not use in any way Plaintiffs’ Mark(s) without prior written consent. (Exhibit C, Sec.
11.1.)

Manufacture of Merchandise Bearing Plaintiff’s Marks
117.

By the actions alleged above, Licensee Defendants have breached and

are breaching the License with Plaintiff Outlawlessness by (a) entering into a
sublicense with Richards & Southern to produce “OUTLAWS” merchandise, (b) failing
to notify Plaintiff about the agreement, and (c) failing to supply Plaintiff with a copy of
the finalized sublicense. (Exhibit C, Sections 6 and 11.1.)
118.

Licensee Defendants’ breaches of the License have caused material

financial harm to Plaintiff.

Merchandise Sales
119.

By the actions alleged above, Licensee Defendants breached and will

continue to breach the License by selling “OUTLAWS” merchandise (a) on the Website,
(b) on the Richards & Southern website. (Exhibit C, Sec. 2.)
120.

These material breaches of the License by Licensee Defendants have

caused serious harm to Plaintiff.

Recordings
121.

By the actions alleged above, Licensee Defendants have breached the

License by (a) entering into sublicenses with third parties to use Plaintiff’s Marks
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without authorization on two recordings, “WANTED, THE OUTLAWS, LIVE” and
“OUTLAWS, GREEN GRASS AND HIGH TIDES FOREVER, LIVE,” (b) failing to notify
Plaintiff about the agreements or send copies of the finalized agreements to Plaintiff,
(c) selling or having the resulting products sold in venues other than during Outlaws’
live performances. (Exhibit C, Sections 2, 6, 11.1.)
122.

Licensee Defendants’ material breaches have caused Plaintiffs to suffer

serious loss and harm.

GoDaddy Domain Name Registration
123.

By the actions alleged above, License Defendants breached the License

by (a) contracting with registrar GoDaddy to register Plaintiff’s Domain Name
containing Plaintiff’s word Mark (a sublicense), and (b) failing to notify Plaintiff and
send a copy of the final agreement. (Exhibit C, Sections 6 and 11.1.)
124.

As a result of Licensee Defendants’ breaches, Plaintiff has suffered

serious harm.
_________________________
125.

By the actions alleged above, Licensee Defendants have breached and

will continue to breach the License between Plaintiff and Licensee Defendants.
126.

Plaintiff is therefore entitled to recover from Licensee Defendants the

damages Plaintiff has sustained and will sustain.
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COUNT TWO
Copyright Infringement
17 U.S.C. § 106
127.

Paragraphs 1 through 129 are incorporated herein by reference insofar

as applicable to this claim.
128.

By the actions alleged above, Licensee Defendants’ display of Plaintiff’s

registered but unpublished musical work, “Full Circle,” on the Website constitutes an
infringement of Plaintiff’s exclusive rights under the Copyright Act, 17 U.S.C. § 106.
129.

Licensee Defendants’ activity consists of willful infringement.

COUNT THREE
Trademark Infringement
15 U.S.C. § 1125
130.

Paragraphs 1 through 132 are incorporated herein by reference insofar

as applicable to this claim.

Merchandise
131.

By the actions alleged above, Licensee Defendants have had goods

produced that are confusingly similar or identical to Plaintiffs’ products bearing the
“OUTLAWS” word and icon Marks but more commonly the word and confusingly
similar, derivative icon marks.
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In producing and selling this unauthorized merchandise Licensee

Defendants have (a) infringed Plaintiff’s Marks, and (b) have made false designations
of origin in passing off their goods as Plaintiff’s goods.

MySpace Page
133.

By the actions alleged above, assuming control of Plaintiff’s MySpace

account and page (a) bearing the “OUTLAWS” Mark and (b) requiring use of the Mark
to locate the page (MYSPACE.COM/OUTLAWSMUSIC), Licensee Defendants have
infringed and will continue to infringe Plaintiff’s rights in the Mark.

Recordings
134.

By the actions alleged above, Licensee Defendants have infringed and

will continue to infringe Plaintiff’s rights by (a) their unauthorized use of Plaintiff’s
word Mark, and (b) their use of confusingly similar, derivative icon marks in the
promotion and sale, including the downloading of digital files of music therein, of the
mini–phonorecords entitled “WANTED, THE OUTLAWS, LIVE,” and “OUTLAWS,
GREEN GRASS AND HIGH TIDES FOREVER, LIVE.”

Domain Name
135.

By the actions alleged above, pursuant to 15 U.S.C. § 1125(d)(1),

Defendant Henry Paul Band—specifically Defendants Paul and Yoho, and Licensee
Defendants, have infringed and will continue to infringe Plaintiff’s rights by the
unauthorized use and registration of the Domain Name that contains Plaintiff’s word
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Mark, and as used and registered by the Defendants the Domain Name is confusingly
similar to the Mark, and the Mark being famous at the time of registration of the
Domain Name, the Domain Name is confusingly similar to and dilutive of the Mark.
136.

Defendant Henry Paul Band and Defendants Paul and Yoho further

infringe Plaintiff’s rights by use of the Mark in various areas of the former unmodified
Outlaws’ Website.

COUNT FOUR
Unfair Trade Practice and Unfair Competition
15 U.S.C. § 1125
137.

Paragraphs 1 through 140 are incorporated herein by reference insofar

as applicable to this claim.

Website Store
138.

By the actions alleged above, Licensee Defendants have engaged in and

will continue to engage in unfair trade practice and unfair competition by (a) replacing
Plaintiff’s Website merchandise page with a page containing links to both Licensee
Defendants’ and Plaintiff’s merchandise that favors Licensee Defendants in its
placement of the links and use of the word “New” on Licensee Defendants’ link, and
(b) by removing all indication or links to Plaintiff’s merchandise from the Website, (c)
by establishing an Outlaws merchandise page on the Richards & Southern website in
direct competition with Plaintiff’s merchandise, and (d) upon information and belief by
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directing Plaintiff’s goods producer, Choice Merchandise, to redirect royalties from the
sales of “OUTLAWS” goods to Licensee Defendants.

Blackhawk
139.

By the actions alleged above, Defendant Blackhawk has competed

unfairly with Plaintiff by (a) hiring the same musicians as in the Outlaws, and (b)
scheduling performances in the same states, in close geographic proximity, and in close
periods of time, to Outlaws’ performances, (c) upon information and belief, performing
Outlaws’ musical works in performances and possibly in broadcast transmissions, (d)
using some of the same promotional devices that have been used by the Outlaws.

Henry Paul Band
140.

By the actions alleged above, Defendant Henry Paul Band, and

especially Defendants Paul and Yoho, have unfairly competed with Plaintiffs by (a)
assuming control of Plaintiff’s Website and Domain Name that use Plaintiff’s word
Mark, (b) renaming the Website the “Official Home of the Henry Paul Band” yet
leaving all other graphic design elements of the former Outlaws’ Website in place
including links labeled with the “OUTLAWS” Mark, and (c) continuing to use the
Domain Name that contains Plaintiff’s word Mark, (d) a Domain Name that has
become distinctive and protectable in its own right.
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COUNT FIVE
Conversion
141.

Paragraphs 1 through 144 above are realleged and incorporated herein

by reference insofar as applicable to this claim.

MySpace Page
142.

By the actions alleged above, unauthorized by Plaintiff, by changing the

Outlaws MySpace account administration information, or working in close liaison to
make this change possible, Licensee Defendants and Defendant Gellman have
deprived Plaintiff of its property right in the MYSPACE.COM/OUTLAWSMUSIC page and
these acts equate to conversion.

Domain Name
143.

By the actions alleged above, License Defendants and Defendant

Gellman have deprived Plaintiff of possession of the Domain Name by changing the
account administration information, or working in close liaison, that equates to a
conversion.

Website
144.

By the actions alleged above, Licensee Defendants, Henry Paul Band,

and specifically Defendants Paul and Yoho have deprived Plaintiff of possession of the
Website by changing the site administration information, or equivalent that controls
access to the Website design and management software, that equates to a conversion.
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COUNT SIX
Tortious Interference
145.

Paragraphs 1 through 148 above are realleged and incorporated herein

by reference insofar as applicable to this claim.
146.

At all relevant times, each of the Licensee Defendants have been aware

of the business and contractual relationships between Plaintiffs and Choice
Merchandise and Network Solutions, LLC.

Choice Merchandise
147.

By the actions alleged above, Licensee Defendants’ and Defendant

Gellman’s actions constitute intentional and unjustified tortious interference with
Plaintiff’s contractual and business relationship with Choice Merchandise: (a)
redirecting Choice Merchandise payments from Plaintiff to Licensee Defendants, (b)
replacing Plaintiff’s Choice Merchandise Website “Store” products page with a page
showing only links to merchandise, (c) establishing a Website page for Licensee
Defendants’ merchandise, (d) deleting all reference to Plaintiff’s Choice Merchandise
“OUTLAWS” products on the Website, and (e) selling Licensee Defendants’ Outlaws
merchandise from the Richards & Southern website.

Domain Name
148.

By the actions alleged above, Licensee Defendants and Defendant

Gellman have intentionally and unjustifiably tortiously interfered with Plaintiff’s
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contractual relationship with Network Solutions regarding the Domain Name by (a)
changing the account administration information so that Plaintiff could not access the
account and would not receive e–mails regarding annual registration fee notices, (b)
upon information and belief, purchasing the Domain Name on or around March 1,
2009, (c) transferring the registration from Network Solutions to GoDaddy under
false pretenses of ownership.

VII

PRAYER FOR RELIEF

WHEREFORE, Plaintiffs, Outlawlessness Productions, Inc., Band of Outlaws
Touring, Inc., and Guitar Army Publishing, Inc. request that this Court:
Pursuant to 15 U.S.C. § 1118, order the seizure and destruction of

A.
1

Defendant Richards & Southern’s “OUTLAWS” branded

merchandise, packaging, advertising, labels, and the like;
2

Defendant K–tel’s “OUTLAWS” branded albums, specifically the

album titled “WANTED, THE OUTLAWS, LIVE,” and any supporting or
additional Outlaws branded merchandise, packaging, advertising, labels,
and the like;
3

Defendant Deadline Music’s “OUTLAWS” branded albums,

specifically the album titled “OUTLAWS, GREEN GRASS AND HIGH TIDES
FOREVER, LIVE,” and any supporting or additional Outlaws branded
merchandise, packaging, advertising, labels, and the like;
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Order Licensee Defendants to re–register the Domain Name using

Plaintiff Outlawlessness Productions, Inc.’s name and address as registrant and to
reveal the User Identification and Password used to access the Domain Name account
and to abstain from any future involvement with the Domain Name registration;
C.

Order Licensee Defendants to reveal the User Identification and

Password or whatever information is required to access the OUTLAWSMUSIC.COM
Website, and to abstain from any future involvement with the Website;
D.

In consequence of Licensee Defendants’ contractual breaches, order

judgment against Licensee Defendants in a sum yet to be determined;
E.

Find that Licensee Defendants have infringed Plaintiff’s copyright in

the “Full Circle” musical work;
F.

In consequence of Licensee Defendants’ infringement pursuant to the

Copyright Act of 1976, 17 U.S.C. § 101 et seq., order judgment against Licensee
Defendants and for Plaintiff for statutory damages;
G.

Find that Licensee Defendants’ infringement of Plaintiff’s copyright in

the “FULL CIRCLE” work was willful and increase the award of statutory damages to
the fullest amount possible, at the court’s discretion;
H.

Find that Licensee Defendants have infringed Plaintiff’s “OUTLAWS”

word and icon trademarks;
I.

Find that Licensee Defendants, Blackhawk, and Henry Paul Band have

engaged in unfair trade practices and unfair competition against Plaintiff
Outlawlessness and Band of Outlaws Touring;
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In consequence of Defendants’ infringement of Plaintiff’s trademarks,

unfair trade practices, and unfair competition, require Defendants to pay to Plaintiff
(i) as much as triple the actual damages as Plaintiff has sustained, (ii) Defendants’
profits, and (iii) costs of the action.
K.

In consequence of the violation of 15 U.S.C. § 1125 (d)(1) the court

may order judgment against Licensee Defendants and Defendant Gellman and the
Plaintiff may elect (a) actual damages and profits, or (b) statutory damages of not less
than $1000 and not more than $100,000 per domain name, as the court considers just;
L.

Issue a temporary restraining order and injunction enjoining

Defendants Paul, Yoho, Anderson, Crain, Threet, and Coleman (the “Licensee
Defendants”) during the pendency of this action and permanently from use of
Plaintiff’s “Outlaws” word and graphic or iconic trademarks in any manner, and from
selling, marketing, or otherwise disposing or ordering the disposal of any merchandise
bearing the Plaintiff’s “Outlaws” trademarks or derivative iconic trademarks.
M.

Order all Defendants to abstain from discussing, commenting upon, or

mentioning in any way Plaintiffs in this action in public, in performances, or in any
other venue;
N.

Order Licensee Defendants to pay Plaintiffs interest on the damages in

an amount the Court deems appropriate;
O.

Order an award of Plaintiff’s costs and disbursements of this action,

including reasonable attorneys’ fees, pursuant to 17 U.S.C. § 505 and 15 U.S.C. §
1117;
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In consequence of Licensee Defendants’ conversion of Plaintiff’s

MySpace page, Domain Name, and Website, order judgment against Licensee
Defendants in the sum of $60,000.00.
Q.

Order Defendants pay to Plaintiff the costs of this action and reasonable

attorney’s fees to be allowed to Plaintiff by the Court.
R.

Order that Plaintiff have such other and further relief as is just.

Respectfully submitted,

January 5, 2010
Date

David MacTavish

DAVID MACTAVISH
LAW OFFICE OF DAVID MACTAVISH
8N341 THOMAS ROAD
MAPLE PARK, ILLINOIS 60151
630.365.2613
Illinois Bar No. 6270928
Trial Counsel for Plaintiff
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